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DETAILED ACTION 

1 . This is in response to the application filed on December 20, 2001 , wherein claims 
1-14 are currently present with claims 3-8 and 10-1 1 being amended by the preliminary 
amendment filed on February 21 , 2002. 

Priority 

2. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Information Disclosure Statement 

3. The information disclosure statement (IDS) submitted on May 7, 2004 is being 
considered by the examiner. 

Claim Rejections - 35 USC §112 

4. Claims 1-14 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

Claims 1-5 and 8-12 are directed to a method and medium for analyzing legal 
reasoning comprising the following steps: 

determining an initial law corresponding to the legislative objective; 

presenting an initial image that does not fit in with the initial law via the computer 
network, potentially obstructing the legislative objective; and 
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determining a second law by revising the initial law to remove the potential 
obstruction. 

It is not clear how the determination of the initial law is performed? Who/what 
makes this determination? 

Who or what determines the initial image that does not fit in with the initial law? 
How is this presented? 

What happens if the initial image that does not fit in with the initial law does not 
obstruct the legislative objective? 

Claims 3 reads: 

presenting a proposed image that does not fit in via the computer network, the 
computer network being accessible by a plurality of participants; 

receiving votes on whether the proposed image that does not fit in can be agreed 
upon as a nightmare; 

presenting the proposed image that does not fit in as the initial image that does 
not fit in when the voting determines that a predetermined percentage of the plurality of 
participants agree that the proposed image that does not fit in can be agreed upon as a 
nightmare. 

How is the proposed image that does not fit determined? 
How is an agreement made that the proposed image that does not fit is a 
nightmare? 
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What happens if the voters determine that the image does not obstruct the 
legislative objective? 

Claims 6-7 are directed to creating a legal map depicting legal reasoning, 
comprising the steps of: 

presenting an objective of the law; 

determining an initial law to represent the objective and depicting the initial law at 
a first position of a triangle; 

presenting an image that does not fit in with the objective and depicting the 
image that does not fit in a second position of the triangle; and 

deriving a second law that addresses the image that does not fit in with the 
objective and depicting the second at a third position of the triangle. 

How is the determination of the initial law performed? Who/what makes the 
determination? 

How is the image that does not fit determined and how is it presented? 
How does this triangle depict legal reasoning? 

Claim 7 is directed to: 

depicting the second law at a first position of a second triangle; 
presenting a second image that does not fit in with the second law and depicting 
the second image that does not fit in at a second position of the second triangle; and 
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deriving a third law that addresses the second image that does not fit in with the 
second law and depicting the third law at a third position of the second triangle. 

How is the depicting of the law on the triangle performed? Who/what performs 
this step? 

How is the image that does not fit determined and how is it presented? 

Claims 13-14 claim identifying a last revised law of the consecutively determined 
plurality of revised laws as the final law. 

How is the determination made that there is a final law? 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 1-5 are rejected under 35 U.S.C. 1 12, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 

Applicant states that an initial/proposed image that does not fit in with the initial 
law is presented. What is an initial image? Is this a scenario? 

Claims 3-5 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. What does the applicant define as a nightmare? 
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Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

1 . Claims 1-14 are rejected under 35 U.S.C. 101 because the claimed invention is 

directed to non-statutory subject matter. See detailed discussion below. 

35 U.S.C. § 101 defines four categories of inventions that Congress deemed to be 
the appropriate subject matter of a patent: processes, machines, manufactures and 
compositions of matter. 

The applicant's invention is directed to a method, medium and apparatus/system 
and thus falls within an enumerated statutory class. 

However, not all processes, mediums or apparatus/systems are statutory under 35 
USC Section 101. To be statutory, a claimed process must either: (A) result in a 
physical transformation which a practical application is either disclosed in the 
specification or would have been known to a skilled artisan, or (B) be limited to a 
practical application which produces a useful, tangible, and concrete result. See Diehr, 
450 U.S. at 183-84, 209 USPQ at 6. To satisfy section 101 requirements, the claim 
must be for a practical application of the § 101 judicial exception, which can be 
identified in various ways: 

(a). The claimed invention "transforms" an article or physical object to a different 
state or thing. 
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(b) The claimed invention otherwise produces a useful, concrete and tangible result, 
based on the factors discussed below. 

The Examiner must review the claims to determine if the claims provide a practical 
application that produces a useful, tangible and concrete result. In determining whether 
the claim is for a "practical application," the focus is not on whether the steps taken to 
achieve a particular result are useful, tangible and concrete, but rather that the final 
result achieved by the claimed invention is "useful, tangible and concrete." 

The Examiner asserts that the applicant's invention does not produce a 
"concrete" result. Usually, this question arises when a result cannot be assured. In other 
words, the process must have a result that can be substantially repeatable or the 
process must substantially produce the same result again. In re Swartz, 232 F.3d 862, 
864, 56 USPQ2d 1703, 1704 (Fed. Cir. 2000) (where asserted result produced by the 
claimed invention is "irreproducible" claim should be rejected under section 101). The 
opposite of "concrete" is unrepeatable or unpredictable. Resolving this question is 
dependent on the level of skill in the art. 

The Examiner asserts that the applicant's invention is not repeatable or 
predictable. The invention is directed to presenting an objective, determining a law 
corresponding to the objective, presenting an image/scenario that potentially obstructs 
the objective and determining a second law by revising the initial law to remove the 
potential obstruction. The results of the invention cannot be assured since it involves 
the subjective mental steps of human beings. The Examiner asserts that the objective 
mental steps of a human being are not reproducible. The step of presenting an image 
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that does not fit in with the initial law is a subjective mental step. For each person 
performing the invention, there would be a different results would be produced. Thus, 
there is not reproducible or repeatable result. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

2. Claims 11-12 are rejected under 35 U.S.C. 102(a) as being anticipated by New 
Hampshire Tax Policy Analysis System (hereinafter referred to as New Hampshire). 
Referring to Claim 1 1 : 

New Hampshire discloses a system, comprising: 

a central processing unit that runs a computer program for the legal reasoning 
analysis and presents and receives information and determining a percentage (page 3); 
and 

a server connected to the central processing unit, the server being accessible by 
a plurality of user terminals via a packet switched data network (page 7 database 
system resides on a server machine and supports any number of users). 

Referring to Claim 12: 

New Hampshire discloses a memory database connected to the central 
processing unit for storing data (page 3 databases). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-5, 8-10 and 13-14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over How Our Laws are Made by Charles W. Johnson (hereinafter 
referred to as Johnson) in view of New Hampshire Tax Policy Analysis System 
(hereinafter referred to as New Hampshire). 

Referring to Claims 1 and 8: 

Johnson discloses a method and medium for analyzing legal reasoning for 
determining a law, the method comprising: 

presenting a legislative objective of the law (page (1) the brochure is a basic 
outline of the numerous steps for our federal lawmaking process from the source of an 
idea for a legislative proposal; page 3 sources of ideas of legislation are unlimited and 
proposed drafts of bills originate in many diverse quarters); 

determining an initial law corresponding to the legislative objective (page 3 
sources of ideas of legislation are unlimited and proposed drafts of bills originate in 
many diverse quarters; page 4 the work of Congress is initiated by the introduction of a 
proposal in one of four forms; page 7 any member may introduce a bill at any time); 

presenting an initial image that does not fit in with the initial law, potentially 
obstructing the legislative objective (page (1) a proposal cannot become a law with 
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consideration and approval; page 10 consideration by committee request for official 
report of views on the necessity or desirability of enacting the bill into law; page 10 
public hearings, committee meetings); and 

determining a law by revising the initial law to remove the potential obstruction 
caused by the initial image that does not fit in with the initial law (page 13 reported bills 
- if the committee votes to report the bill favorably to the House). 

Johnson does not disclose that the process is performed via a computer network. 
However, New Hampshire discloses a Tax Policy Analysis Computer System (pages 2- 
3 and 6). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate into the law making method and medium of Johnson the 
Analysis System taught in New Hampshire so as to allow state policymakers and 
analysts to both accurately and quickly determine the effects of both current and 
proposed State tax policies on new Hampshire residents and to provide a user interface 
that allows users to recall, store, and edit tax scenarios, submit policy comparisons and 
view the results of these comparisons. 

Referring to Claim 2: 

New Hampshire discloses presenting the law via a computer network (page 3). 
Referring to Claim 3: 

Johnson discloses presenting a proposed image that does not fit in (page 1 a 
proposal cannot become a law with consideration and approval; page 10 consideration 
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by committee request for official report of views on the necessity or desirability of 
enacting the bill into law; page 10 public hearings, committee meetings); 

receiving votes on whether the proposed image that does not fit in can be agreed 
upon as a nightmare (page 22 consideration and debate; page 27-28 Voting); 

presenting the proposed image that does not fit in as the initial image that does 
not fit in when the voting determines that a predetermined percentage of the plurality of 
participants agree that the proposed image that does not fit in can be agreed upon as a 
nightmare (page (1) a proposal cannot become a law with consideration and approval; 
page 10 consideration by committee request for official report of views on the necessity 
or desirability of enacting the bill into law; page 10 public hearings, committee 
meetings). 

Referring to Claim 4: 

New Hampshire discloses displaying substantially simultaneously via the 
computer network, the proposed image (page 2 provide a convenient interface for tax 
policy scenario design and editing). 

Referring to Claim 9: 

New Hampshire discloses a storing source code segment that stores legal 
reasoning data, the data comprising the objective, the law, the image that does not fit in, 
the data being accessible by a plurality of users via a data network (page 2-3 and 6-9). 

Referring to Claims 5 and 10: 

Johnson discloses receiving a law, derived from a law that accounts for the 
second image that does not fit in (page (1) a proposal cannot become a law with 
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consideration and approval; page 1 0 consideration by committee request for official 
report of views on the necessity or desirability of enacting the bill into law; page 10 
public hearings, committee meetings). 
Referring to claims 13-14: 

Johnson discloses a method for analyzing legal reasoning for deriving a final law, 
the method comprising: 

determining an objective of the final law (page (1) the brochure is a basic outline 
of the numerous steps for our federal lawmaking process from the source of an idea for 
a legislative proposal; page 3 sources of ideas of legislation are unlimited and proposed 
drafts of bills originate in many diverse quarters); 

determining an initial law corresponding to the objective (page 3 sources of ideas 
of legislation are unlimited and proposed drafts of bills originate in many diverse 
quarters; page 4 the work of Congress is initiated by the introduction of a proposal in 
one of four forms; page 7 any member may introduce a bill at any time); 

consecutively determining a corresponding plurality of revised laws that remove 
the potential obstructions (page (1) a proposal cannot become a law with consideration 
and approval; page 10 consideration by committee request for official report of views on 
the necessity or desirability of enacting the bill into law; page 1 0 public hearings, 
committee meetings); and 

identifying a last revised law of the consecutively determined plurality of revised 
laws as the final law (page 13 reported bills - if the committee votes to report the bill 
favorably to the House). 
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receiving voting results regarding whether each one of a plurality of proposed 
scenarios comprises one of the plurality of scenarios that potentially obstruct the 
objective (page 22 consideration and debate; page 27-28 Voting). 

Johnson does not explicitly disclose a plurality of scenarios. However, New 
Hampshire discloses a plurality of scenarios (page 2-3 tax policy scenario; page 6 
manipulate tax policy scenarios). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate into the law making method disclosed in Johnson with the 
scenarios taught in New Hampshire so as to allow policymakers and analysts to 
accurately and quickly determine the effects of both current and proposed tax policies. 

3. Claims 6-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Johnson view of Eder (US 6,321,205) (hereinafter referred to as Eder). 
Referring to Claim 6: 

Johnson discloses a method, the method comprising: 

presenting an objective of the law page ((1) the brochure is a basic outline of the 
numerous steps for our federal lawmaking process from the source of an idea for a 
legislative proposal; page 3 sources of ideas of legislation are unlimited and proposed, 
drafts of bills originate in many diverse quarters); 

determining an initial law to represent the objective (page 3 sources of ideas of 
legislation are unlimited and proposed drafts of bills originate in many diverse quarters; 
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page 4 the work of Congress is initiated by the introduction of a proposal in one of four 
forms; page 7 any member may introduce a bill at any time); 

presenting an image that does not fit in with the initial law and depicting the 
image that does not fit in at a second position of the triangle (page (1) a proposal cannot 
become a law with consideration and approval; page 10 consideration by committee 
request for official report of views on the necessity or desirability of enacting the bill into 
law; page 10 public hearings, committee meetings); and 

deriving a second law that addresses the image that does not fit in with the initial 
law (page 13 reported bills - if the committee votes to report the bill favorably to the 
House). 

Johnson does not disclose creating a map. However, Eder discloses mapping 
(Figures 10-11). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate into the legislative procedures disclosed in Johnson mapping as 
taught in Eder so as to display a forecast of impact of changes. 

Referring to Claim 7: 

Johnson discloses presenting a second image that does not fit in with the second 
law and depicting the second image that does not fit in (page (1) a proposal cannot 
become a law with consideration and approval; page 10 consideration by committee 
request for official report of views on the necessity or desirability of enacting the bill into 
law; page 10 public hearings, committee meetings); and 
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deriving a third law that addresses the second image that does not fit in with the 
second law (page 13 reported bills - if the committee votes to report the bill favorably to 
the House). 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Janice A. Mooneyham whose telephone number is (571) 
272-6805. The examiner can normally be reached on Monday through Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on (571) 272-6812. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Patent Examiner 
Art Unit 3629 



